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DETAILED ACTION 

Information Disclosure Statement 

The information disclosure statement submitted on 06-30-2004 has been 
considered by the Examiner and made of record in the application file. 



Specification 

The disclosure is objected to because of the following informalities: 
On page 7, line 1 ; delete "automatically". 



Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Application/Control Number: 10/823,275 Page 3 

Art Unit: 2143 

Claims 1, 3, 5 and 7-11 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Nielson et al. (US Patent Application Publication # US 2006/0129643 
A1). 

Consider claim 1, Nielson et al. disclose a multimedia-messaging-capability- 
negotiation method (paragraphs 0027-0031 that disclose a method whereby an instant 
messaging client originates and receives instant messages (in paragraph 0027), obtains 
presence information associated with a target user/terminal from the server (in 
paragraph 0028), using Subscribed Presence Transaction (in paragraph 0029) or Get 
Presence transaction (in paragraph 0030) and analyzing the response returned by the 
server (in paragraph 0031) to determine which options (including message type, e.g. a 
telephone call, SMS or MMS) are better suited to communicate with the target 
user/terminal) comprising: 

receiving, by a first service, of multimedia-messaging-capability information from a 
receiving client (paragraph 0002 that discloses using the Wireless Village (WV) protocol 
by a first service for Instant Messaging and Presence Services (IMPS); paragraph 0003 
which discloses that Presence Attributes allow a user (a receiving client) to publish 
attribute information about the user or their terminal, so that other IMPS clients (a 
sending client) can obtain the attribute information and be informed of changes to the 
information; paragraph 0023 discloses additional details about a receiving client); 
transmitting, by the first service, of the multimedia-messaging-capability information to a 
sending client (paragraphs 0028-0031 that disclose the process of transmitting the 
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multimedia-messaging-capability information of a receiving client from the server of the 
first service to a sending client); and 

evaluating the multimedia-messaging-capability information by the sending client in 
order to determine what further action to take relative to communicating with the 
receiving client (paragraph 0069, lines 2-20 that describe different multimedia- 
messaging-capability options provided by the server that a sending client has to 
evaluate before sending a message to a receiving client, such as a telephone call, an 
instant messaging session, etc.). 

Consider claim 3, and as it applies to claim 1 above, Nielson et al. disclose the 
claimed method, further comprising opting, by the sending client, to not send a message 
to the receiving client (paragraph 0072 that discloses different options the sending client 
may select from, based on the presence information of the receiving client, including not 
to send a message to the receiving client). 

Consider claim 5, and as it applies to claim 1 above, Nielson et al. disclose the 
claimed method, wherein the first service operates in accordance with Wireless Village 
protocol (WV) (paragraphs 0002, 0004 and 0023 which disclose that the first service 
uses Wireless Village protocol (WV)). 

Consider claim 7, and as it applies to claim 1 above, Nielson et al. disclose the 
claimed method, wherein the multimedia-messaging-capability information indicates that 
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the receiving client is adapted to receive multimedia messages (paragraph 0031 that 
discloses "Preferred Contact" which indicates the preferred method of contact for the 
receiving client, e.g. call, SMS, MMS, IM and email, thereby disclosing that the receiving 
client is adapted to receive multimedia messages). 

Consider claim 8, and as it applies to claim 7 above, Nielson et al. disclose the 
claimed method, wherein the message is in accordance with MMS (paragraph 0031 that 
discloses "Preferred Contact" which indicates the preferred method of contact, e.g. call, 
SMS, MMS, IM and email, thereby disclosing that the message is in accordance with 
MMS). 

Consider claim 9, and as it applies to claim 1 above, Nielson et al. disclose the 
claimed method, wherein the multimedia-messaging-capability information indicates that 
the receiving client is not adapted to receive multimedia messages (paragraph 0072 
that discloses certain communication options being available while others may not, 
depending on the presence information of the receiving client; e.g. lines 4-9 describe 
telephone call as the contact option at the exclusion of other options including IM and 
MMS). 

Consider claim 10, and as it applies to claim 9 above, Nielson et al. disclose 
the claimed method, wherein the message is in accordance with short messaging 
service (SMS) (paragraph 0072 that discloses certain communication options being 
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available while others may not, depending on the presence information of the receiving 
client; e.g. lines 14-20 describe SMS as the contact option if the receiving client is not 
currently available). 

Consider claim 11, and as it applies to claim 1 above, Nielson et al. disclose 
the claimed method, wherein the multimedia-messaging-capability information is 
included in a WV extension field for presence attributes for the receiving client 
(paragraph 0064 which discloses that the presence indicator may be an indication of the 
"registration" presence attribute for the receiving client that uses Wireless Village 
protocol to register with the first service). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness 
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or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 2, 4, 6 and 12-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nielson et al. (US Patent Application Publication # US 
2006/0129643 A1), in view of Coulombe (U.S. Patent Publication # 7,103,6811 B2). 

Consider claim 2, and as it applies to claim 1 above, Nielson et al. disclose the 
claimed method, including wherein the message is adapted by the sending client in 
accordance with the multimedia-messaging-capability information (paragraph 0031 that 
discloses multimedia-messaging-capability information of the receiving client; 
paragraphs 0064 and 0069 that disclose how the sending client should adapt the 
message based on the capability of the receiving client). 
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However, Nielson et al. do not disclose that the method further comprises 
transmitting, by a second service, of a message from the sending client to the receiving 
client. 

In the same field of endeavor, Coulombe does show and disclose that the 
method further comprises transmitting, by a second service, of a message from the 
sending client to the receiving client (Fig. 1, a second service MMSC 14, multi-media 
message signal MMSS 20 and receiving terminal 22; column 1, lines 36-38 which 
disclose that MMSC tries its best to adapt each media component to a format that is 
supported by the receiving terminal based on the reported capabilities of the terminal). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to transmit, by a second service, of a message from 
the sending client to the receiving client, as taught by Coulombe, in the method of 
Nielson et al., so that the receiving terminal is still able to view the content of the 
transmitted message despite its limited capabilities. 

Consider claim 4, and as it applies to claim 2 above, Nielson et al., as modified 
by Coulombe, disclose the claimed method, including wherein the second service 
operates in accordance with multimedia messaging services (MMS) (in Coulombe 
reference, Fig. 1, Multimedia Messaging Service Center (MMSC) 14; column 4, lines 
43-46 that disclose the details of the MMS service). 
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Consider claim 6, and as it applies to claim 2 above, Nielson et al., as modified 
by Coulombe, disclose the claimed method, including wherein the first service operates 
in accordance with WV; and the second service operates in accordance with MMS (in 
Nielson et al. reference, paragraphs 0002, 0004 and 0023 which disclose that the first 
service operates in accordance with WV (Wireless Village protocol); in Coulombe 
reference, Fig. 1, Multimedia Messaging Service Center (MMSC) 14; column 4, lines 
43-46 which disclose that the second service operates in accordance with MMS). 

Consider claims 12, and as it applies to claim 1 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed method, wherein the multimedia- 
messaging-capability information is included in a user agent profile (UAprof) link in an 
information presence attribute of the receiving client (in Coulombe reference, column 1 , 
lines 23-25 which disclose that the multimedia-messaging-capability information is 
obtained through a user agent profile (UAprof) link of the receiving client). 

Consider claims 13, and as it applies to claim 1 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed method, wherein the multimedia- 
messaging-capability information is included in a UAprof element of a client information 
element of the receiving client (in Coulombe reference, column 1 , lines 23-25 which 
disclose that the multimedia-messaging-capability information is deduced from 
HTTP/WSP headers such as a User Agent header (UAHEADER in a UAprof element) 
of the receiving client). 
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Consider claims 14, Nielson et al., disclose an end-to-end multimedia- 
messaging-capability-negotiation system (paragraphs 0027-0031 that disclose a system 
whereby an instant messaging client originates and receives instant messages (in 
paragraph 0027), obtains presence information associated with a target user/terminal 
from the server (in paragraph 0028), using Subscribed Presence Transaction (in 
paragraph 0029) or Get Presence transaction (in paragraph 0030) and analyzing the 
response returned by the server (in paragraph 0031) to determine which options 
(including message type, e.g. a telephone call, SMS or MMS) are better suited to 
communicate with the target user/terminal) comprising: 

a WV service (paragraph 0002 that discloses using the Wireless Village (WV) protocol 
by a first service for Instant Messaging and Presence Services (IMPS)), wherein the WV 
service is adapted to: 

receive multimedia-messaging-capability information from a receiving client (paragraph 
0003 which discloses that Presence Attributes allow a user (a receiving client) to publish 
attribute information about the user or their terminal, so that other IMPS clients (a 
sending client) can obtain the attribute information and be informed of changes to the 
information; paragraph 0023 discloses additional details about a receiving client); and 
transmit the multimedia-messaging-capability information to a sending client 
(paragraphs 0028-0031 that disclose the process of transmitting the multimedia - 
messaging-capability information of a receiving client from the server of the first service 
to a sending client); and 
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wherein the message is adapted by the sending client in accordance with the 
multimedia-messaging-capability information (paragraph 0031 that discloses 
multimedia-messaging-capability information of the receiving client; paragraphs 0064 
and 0069 that disclose how the sending client may adapt the message based on the 
capability of the receiving client). 

However, Nielson et al. do not disclose that the system further comprises an 
MMS service, wherein the MMS service is adapted to transmit a message from the 
sending client to the receiving client. 

In the same field of endeavor, Coulombe does show and disclose that the system 
further comprises an MMS service, wherein the MMS service is adapted to transmit a 
message from the sending client to the receiving client (Fig. 1 , a second service MMSC 
14, multi-media message signal MMSS 20 and receiving terminal 22; column 1, lines 
36-38 which disclose that MMSC tries its best to adapt each media component to a 
format that is supported by the receiving terminal based on the reported capabilities of 
the terminal). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to provide an MMS service, wherein the MMS service 
is adapted to transmit a message from the sending client to the receiving client, as 
taught by Coulombe, in the system of Nielson et al., so that the receiving terminal is still 
able to view the content of the transmitted message despite its limited capabilities. 
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Consider claim 15, and as it applies to claim 14 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the sending client 
may, responsive to receipt of the multimedia-messaging-capability information, opt to 
not send a message to the receiving client (in Nielson et al. reference, paragraph 0072 
that discloses different options the sending client may select from, based on the 
presence information of the receiving client, including not to send a message to the 
receiving client). 

Consider claim 16, and as it applies to claim 14 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the multimedia- 
messaging-capability information indicates that the receiving client is adapted to receive 
multimedia messages (in Nielson et al. reference, paragraph 0031 that discloses 
"Preferred Contact" which indicates the preferred method of contact for the receiving 
client, e.g. call, SMS, MMS, IM and email, thereby disclosing that the receiving client is 
adapted to receive multimedia messages). 

Consider claim 17, and as it applies to claim 14 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the multimedia- 
messaging-capability information indicates that the receiving client is not adapted to 
receive multimedia messages (in Nielson et al. reference, paragraph 0072 that 
discloses certain communication options being available while others may not, 
depending on the presence information of the receiving client; e.g. lines 4-9 describe 
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telephone call as the contact option at the exclusion of other options including IM and 
MMS). 

Consider claim 18, and as it applies to claim 17 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the message is in 
accordance with Short Messaging Service (SMS) (in Nielson et al. reference, paragraph 
0072 that discloses certain communication options being available while others may 
not, depending on the presence information of the receiving client; e.g. lines 14-20 
describe SMS as the contact option if the receiving client is not currently available). 

Consider claim 19, and as it applies to claim 14 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the multimedia- 
messaging-capability information is included in a WV extension field for presence 
attributes for the receiving client (in Nielson et al. reference, paragraph 0064 which 
discloses that the presence indicator may be an indication of the "registration" presence 
attribute for the receiving client that uses Wireless Village protocol to register with the 
first service). 

Consider claims 20, and as it applies to claim 14 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the multimedia- 
messaging-capability information is included in a user agent profile (UAprof) link in an 
information presence attribute of the receiving client (in Coulombe reference, column 1 , 
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lines 23-25 which disclose that the multimedia-messaging-capability information is 
obtained through a user agent profile (UAprof) link of the receiving client). 

Consider claims 21, and as it applies to claim 14 above, Nielson et al., as 
modified by Coulombe, further disclose the claimed system, wherein the multimedia- 
messaging-capability information is included in a UAprof element of a client information 
element of the receiving client (in Coulombe reference, column 1 , lines 23-25 which 
disclose that the multimedia-messaging-capability information is deduced from 
HTTP/WSP headers such as a User Agent header (UAHEADER in a UAprof element) 
of the receiving client). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

US Patent: 7,181,537 B2, inventor: Costa-Requena et al., issued: 02/20/2007 
US Patent Application Publication 2006/0014552 A1; by Cunningham et al.; 
filed 3/28/2005 

Any response to this Office Action should be faxed to (571) 273-8300 or mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Art Unit: 2143 
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Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Kishin G. Belani whose telephone number is (571) 270- 
1768. The Examiner can normally be reached on Monday-Thursday from 6:30 am to 
5:00 pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, David Wiley can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571)272-0800. 



Application/Control Number: 10/823,275 
Art Unit: 2143 

Kishin G. Belani 
K.G.B./kgb 
September 6, 2007 



